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REMARKS 

Claims 12-20 are pending in this Application. Upon entry of this 
Amendment, claims 12-16 will be amended. 

The Applicant gratefully acknowledges that the Examiner has allowed claims 
19 and 20. 

In the current Office Action mailed on August 6, 2004, claims 12-18 stand 
rejected under 35 U.S.C 112, second paragraph for indefiniteness. The Applicant 
respectfully submits that, in light of the foregoing amendments to the claims, the 
§112, second paragraph, rejection of claims 12-18 should be reconsidered and 
withdrawn. 

Independent claim 12 recites that "R<| denotes a hydrogen atom, C^-alky!, 
hydroxy, Ci_4-alkoxycarbonyl, or C2-4-alkanoyl group." 

Regarding the §112, second paragraph rejection of claim 12 based on the 
term "isomers," the Applicant respectfully disagrees with the Examiner and submits 
that the present claims particularly point out and distinctly define the metes and 
bounds of the subject matter of the present invention. 

Isomers are divided into two categories: positional isomers and 
stereoisomers. Positional isomers (also known as structural or constitutional 
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isomers) are compounds that have the same molecular formula (i.e., the same 
number of atoms of each element represented in the molecule), but differ in the 
positioning of the functional groups in the molecule. On the other hand, 
stereoisomers differ in the arrangement or orientation of the functional groups in 
space. The Applicant refers to A Dictionary of Chemistry, 3 rd ed., John Daintith eof., 
Oxford University Press, 1996, pg. 270 (defining "isomerism"), attached hereto. 

In the present claims, the term "isomer" cannot refer to positional isomers 
because the present claims recite a structure (Formula I) and the possible 
substituents for each locant (R 1 - R 5 ). For example, R 2 by definition cannot be 
substituted on the N of indolinone instead of Ri. 

The term "isomer" in the present claims refers to stereoisomers. 
Stereoisomers include enantiomers (also known as optical isomers or R/S isomers), 
as well as diastereoisomers, which may be cis/trans, E/Z, et cetera. See ibid. One 
of ordinary skill in the pertinent art would clearly appreciate the scope of the present 
claims because a given molecular structure can have only a finite number of 
stereoisomers. 

Claims 12 - 14 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Aurich et al. In particular, the Examiner asserts that compound 3a of Aurich is the 
same as applicants when, inter alia, R 5 is a phenyl group. The Applicant respectfully 
disagrees with the Examiner and submits that Aurich et aL does not anticipate the 
present invention as claimed. 
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In claims 12 - 14, R 5 denotes a substituted phenyl or naphthyl group, which is 
optionally, additionally substituted by a Ci_3-alkyl group. In claims 15 and 16, R 5 
denotes a substituted phenyl group. Unlike the compounds provided by the present 
invention as claimed, Aurich era/, describes non-substituted phenyl groups. Thus, 
Aurich et al. does not provide each and every element of the present invention as 
claimed. Therefore, claims 12 - 14 are not anticipated by Aurich et al. 

In light of the foregoing, the Applicant respectfully requests that the §1 02(a) 
rejection of claim 12 - 14 be reconsidered and withdrawn. 

The Applicant respectfully requests favorable consideration and that the 
claims of this Application be passed to allowance. The Examiner is invited to directly 
contact the undersigned via telephone to resolve any issues that may arise 
concerning this Application. 



Date: September 30. 2004 




Thdrfrias Blankinship / \ 
Reg. No. 39,909 ) 
Telephone: (203) 791 -§615^/ 
Facsimile: (203)798-4408 
E-mail: tblankin@rdg.boehringer-ingelheim.com 



Boehringer Ingelheim Corp. 
900 Ridgebury Road 
P.O. Box 368 
Ridgefield, CT 06877 
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